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DETAILED ACTION 
Double Patenting 

1 . Claims 1 , 1 1 , 1 3, 30, 32, 47, and 49 are rejected on tine ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 7,1 26,536 in view of Suman et al., US 6,028,537. 

2. Claim 1 of US Patent 7,126,536 to Rabinowitz et al. discloses all the limitations of 
the currently considered claims listed above, except the provision of a location-based 
service. Although 7,125,536 fails to teach the service provided, Suman does [see, e.g., 
cols. 13-16]. Since providing service over wireless networks is well known, it would 
have been obvious to one of ordinary skill to combine the teachings, in order to help 
users in emergency situations by determining the location of a vehicle in accident, 
among other purposes disclosed in Suman. 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
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by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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2. Claims 1-59 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hornfeldt et al., US 6,006,097 in view of Suman et al., US 6,028,537, and further in view 
of Stenberg, US 2002/0021 187. 

3. Regarding claims 1 , 13, 19, 32, 37, 49, Hornfeldt discloses a method comprising: 
accessing a location of the device, the location determined from pseudo-ranges 

between the device and a plurality of transmitters, the pseudo- ranges calculated from 
broadcast signals received by the device from the transmitters [Figs. 2, 3 and 6, cols. 
4-6, 45-3; col. 17-39]. 

Hornfeldt does not teach providing a service at the location of the device. Suman 
does disclose providing a physical service at the location of a device [e.g. providing 
roadside assistance, col. 15, 55-63; locking/unlocking doors or rolling up 
windows, cols. 15-16, 66-8, col. 49, 49-56]. These services are provided based on 
the location of a mobile device, which is determined using a navigation module such as 
a GPS [cols. 9-10, 65-4; col. 11, 8-13]. Suman also utilizes a cellular network having a 
plurality of base stations [col. 6, 4-9]. Although they are not used for positioning per se, 
the base stations are described as transmitting and receiving signals to the mobile 
device. Thus it would have been obvious to one of ordinary skill that the positioning 
function of Hornfeldt could be used to provide location based services as disclosed in 
Suman, using terrestrial, cellular base stations rather than a more costly GPS unit. 

Neither Hornfeldt nor Suman teach the use of DTV signals. However, as 
described in Stenberg, DTV transmission was being added to existing antenna towers 
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at the time of invention, in part to comply with federal mandates without building 
additional towers [paras. 3-4]. Since DTV signals were available in the same 
configuration as cell towers (e.g. multiple terrestrial locations), it would have been 
obvious to one skilled in the art of RF communications that DTV signals could be used 
to perform position triangulation as disclosed by Hornfeldt. Merely using a new signal 
type In order to perform the same function does not yield unpredictable results, but 
rather would be readily predicted given the disclosure of Hornfeldt. 

With respect to claim 37, the Suman teaches a system wherein the means for 
determining the location are incorporated into the device [GPS module 38, Fig. 3]. 

4. Regarding claims 2 and 50, Suman discloses a method wherein the physical 
service comprises emergency roadside assistance [col. 15, 55-63]. 

5. Regarding claims 3, 51 , and 52, Suman discloses a method wherein the physical 
service comprises an E-911 service [cols. 12-13, 51-31]. 

6. Regarding claims 4, 33, 43, and 55, Suman discloses a method wherein the 
device Is located In one of a plurality of geographic domains and a quality of the 
physical service depends on which geographic domain the device is located [cols. 14- 
15, 48-6; col. 33, 23-47]. 
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7. Regarding claims 5, 16, and 34, Suman discloses a method wherein the device 
is a stationary device [e.g., some services are specifically directed towards a 
parked, i.e. stationary vehicle, col. 49, 9-56]. 

8. Regarding claim 6, Suman discloses a method wherein providing the physical 
service comprises performing the physical service at the location [e.g., ambulance 
performs emergency first aid at accident scene, col. 13, 19-31; tow operator 
arrives at scene of breakdown, col. 15, 55-63]. 

9. Regarding claims 7, 24, 41 , and 53, Suman discloses a method wherein 
providing the physical service comprises: transmitting a key code to the device, the key 
code authorizing provision of the physical service at the location [e.g., a flag may be 
transmitted to the mobile device, authorizing (or prohibiting) certain physical 
services such as automatic door locking. Fig. 49A, col. 44, 49-62]. 

10. Regarding claims 8, 25, 42, and 54, Suman discloses a method wherein 
providing the physical service comprises contacting a local service provider of the 
physical service and authorizing the local service provider to provide the physical 
service at the location [the system may summon a local tow truck by contacting a 
nearby central service center and requesting (i.e. authorizing) roadside 
assistance, col. 13, 32-44]. 
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1 1 . Regarding claims 9 and 26, Suman discloses a method wherein the device is 
located in one of a plurality of geographic domains and the local service provider 
depends on in which geographic domain the device is located [col. 13, 32-44; in the 
case of a stolen vehicle, police in the current vicinity of the vehicle can provide 
recovery, cols. 13-14, 65-6]. 

12. Regarding claims 10, 29, and 46, Stenberg discloses DTV signals but not ATSC 
specifically. Official notice is taken that at the time of invention ATSC was a well-known 

standard for digital television signals in North America. One of ordinary skill in the 
broadcasting field would have known that the DTV signal disclosed in Stenberg could 
have been in ATSC format. 

13. Regarding claims 1 1 , 30, and 47, Stenberg discloses DTV signals but not DVB-T 
specifically. Official notice is taken that at the time of invention DVB-T was a well- 
known standard for digital television signals in Europe. One of ordinary skill in the 
broadcasting field would have known that the DTV signal disclosed in Stenberg could 
have been in DVB-T format. 

14. Regarding claims 12, 31, and 48, Stenberg discloses DTV signals but not ISTB-T 
specifically. Official notice is taken that at the time of invention ISTB-T was a well- 
known standard for digital television signals in Japan and parts of South America. One 
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of ordinary skill in the broadcasting field would have known that the DTV signal 
disclosed in Stenberg could have been in ISTB-T format. 

15. Regarding claims 14, 15, 18, 36, and 57, Suman discloses a method wherein 
providing the service comprises providing information according to the location of the 
device [col. 14, 48-63, col. 33, 4-48]. With respect to claims 36 and 57, the information 
is provided on the integrated device display [e.g. display 619, Fig. 42] 

16. Regarding claims 17 and 35, Suman discloses a method wherein the service is 
provided to a party other than a user of the device [other parties may include the 
police or a friend or family member, cols. 13-14, 55-21]. 

17. Regarding claims 20 and 38, Hornfeldt discloses a method wherein accessing 
the location of the device comprises the device receiving the location from a location 
server [service node 102 acts as a server, transmitting location data to the 
requester. Figs. 2 and 3, col. 4, 32-65]. The DTV portion has been addressed above 
in the rejection of claim 1 . 

18. Regarding claims 21 and 39, Suman discloses a method wherein providing the 
service comprises a service provider system providing the service [col. 36, 25-28]. 
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19. Regarding claims 22, 23, and 40, Suman discloses a method wherein accessing 
the location of the device comprises the service provider system receiving the location 
from the device [e.g., col. 13, 55-65]. The server language is addressed in connection 
with claim 20 above, and the DTV signal is addressed in the rejection of claim 1 above. 

20. Regarding claims 27 and 44, Suman discloses a method wherein provision of the 
service occurs automatically without an explicit request by a user of the device [col. 13, 
27-31, col. 49, 49-62]. 

21 . Regarding claims 28 and 45, Suman discloses a method further comprising: 
receiving a request for the service and providing the service only in response to such a 
request [col. 14, 48-60]. 

22. Regarding claim 56, Hornfeldt discloses a system for providing a service based 
on a location of a device, the system comprising: 

a device for receiving broadcast DTV signals from a plurality of DTV transmitters 
and calculating pseudo-ranges from the received DTV signals [Figs. 2, 3 and 6, cols. 
4-6, 45-3; col. 17-39]. 

a location server for determining a location of the device from the pseudo-ranges 
[service node 102 acts as a server, transmitting location data to the requester. 
Figs. 2 and 3, col. 4, 32-65]; and 
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Hornfeldt does not teach providing a service at tlie location of the device. Suman 
does disclose a service provider providing a service according to the location of a 
device [e.g. providing roadside assistance, col. 15, 55-63; locl(ing/unlocl(ing doors 
or rolling up windows, cols. 15-16, 66-8, col. 49, 49-56]. These services are 
provided based on the location of a mobile device, which is determined using a 
navigation module such as a GPS [cols. 9-10, 65-4; col. 11, 8-13]. Suman also utilizes 
a cellular network having a plurality of base stations [col. 6, 4-9]. Although they are not 
used for positioning per se, the base stations are described as transmitting and 
receiving signals to the mobile device. Thus it would have been obvious to one of 
ordinary skill that the positioning function of Hornfeldt could be used to provide location 
based services as disclosed in Suman, using terrestrial, cellular base stations rather 
than a more costly GPS unit. 

Neither Hornfeldt nor Suman teach the use of DTV signals. However, as 
described in Stenberg, DTV transmission was being added to existing antenna towers 
at the time of invention, in part to comply with federal mandates without building 
additional towers [paras. 3-4]. Since DTV signals were available in the same 
configuration as cell towers (e.g. multiple terrestrial locations), it would have been 
obvious to one skilled in the art of RF communications that DTV signals could be used 
to perform position triangulation as disclosed by Hornfeldt. Merely using a new signal 
type in order to perform the same function does not yield unpredictable results, but 
rather would be readily predicted given the disclosure of Hornfeldt. 



Application/Control Number: 1 0/008,61 3 Page 1 1 

Art Unit: 2623 

23. Regarding claims 58 and 59, Hornfeldt discloses a method wherein the device 
serves as the location server by determining the location from the pseudo-ranges, and 
the device serves as the service provider system by providing the service [device itself 
can provide the location to, e.g., an ambulance service, col. 13, 22-28]. 
The DTV signal is addressed in the rejection of claim 1 above. 

Conclusion 

Prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Engelbrecht et al., US 5,510,801 . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy R. Newlin whose telephone number is (571 ) 
270-3015. The examiner can normally be reached on M-F, 8-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Kelley can be reached on (571 ) 272-7331 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Chris Kelley/ 

Supervisory Patent Examiner, Art 
Unit 2623 
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